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1. The McAdam patent specifically distinguishes the inven- 
tion as applicable to tap water defrosting of a coil within a 
refrigerated chamber constantly maintained at temperatures 


below the freezing point of water. 


This was the problem McAdam solved and the patent is 


addressed to this problem and to nothing more or less. 


Read in the light of the patent's description the “refriger- 
ated space” must be one that presents this problem. This 
is the intent of the agreement resulting from the negotia- 
tions formulative of the patent contract according to the 
established principles of law. This intention controls the 
patent's interpretation. McAdam never abandoned such an 


I eG Fett ct 1) oe ce en nce denecences cde deces oes ee 1 
2. The McAdam invention is not anticipated by 

(a) The Gayley Dry Blast installation. 

(b) The Polar Ice installation at Idianapolis. 

(c) The Swift & Co. installation at Elmira. 


(GOs Whites SAachou rill ciisie2 VE Vac) 9 eee errr fo 1 


FUR GG (SIN Mies) 85 5 i 81080 2 ee = es Z 


The Error, in Fact and in Law, of York’s Contention That 
the Patent Office Proceedings Preclude by Estoppel ‘“That 
the Refrigerated Space of the Claims Means ‘A Refriger- 
ated Space Always Maintained Below Freezing’ ”................ 2 


The McAdam Patent Is Not Anticipated by the Gayley Dry 
Bes eters fret ea teh ahh cee eese 2 obese, va ce een: canna Scbcaoecceeee eer eee eee 16 


The McAdam Patent Is Not Anticipated by the Polar Ice 
lem irelletp noni leellncltaa POlS ca ec.c.22.cceeuescee-ecccenete-t cece ees 1S 


The McAdam Patent Is Not Anticipated by the Swift & Co. 
Hocte tall it veils a a INN ae das eee Zi 


The McAdam Patent Is Not Anticipated by the Yamhill In- 
Eee eM ace cg SS ceca anos e cs nas ceves seca atee eam 22 


(CPBNTIE) WESTON. ge te =a ose BOR TSS cc) 24 


[INDEX TO APPENDIX 


PAGE 
SSeS eal S's Ci cte'o ve ae ee en een MRPE err ar. 1 
JE Chien Gig yee VM he Ci) -cpeea oeecer (oe eee nee a eee geen een. 1 
Sclmmber-Schrotiy Opmiommtolie >. 218-221). il 
McAdam’s Rebuttal of Examiner’s Rejection | TV-1353-55]........ 5 


Generaliiectric Co. vy. Save Sales Co. 82 I, (2d) 100, 103, He 
(IC i, 6 9 INURE 575 a ee Ee a 6 


1A BER Ore sULMORITIES ClryEaD 


CASES PAGE 
mibel i rocess Co. v. Minnescia & Ontario Paper Co., 261 U.s: 
AS. 7.0 RRSP, <0 | ee eee a SRT i 
MMlasvers va ttagor Car Corp, 65 F. (2d) 657-58.2..- oe 14 
General Electric Co. v. Save Sales Co., 82 F. (2d) 100, 103, 104 
(CLC ENR aes oe Aon eR ere een PR oP PT Reels 


General Motors Corp. v. Kesling (C.C.A. 8), 164 F. (2d) 821.. 5 


National Hollow B.B. Co. v. Interchangeable B.B. Co. (C.C.A, 
SD), TINO =td ag G2 5 SURRa ne re mere ee ser ney SET 2 


© irienaworthen Co. vy. Stempel, 209 F. 647, 852 (C.C.A. 8) 22 
Parathine Companies, Inc. v. McEverlast, Inc., 84 F. (2d) 335, 


SED CSO NERS 1) ARO Sane le eC ep ee ev aan en nee CMTE 20 
Schriber-Schroth Co. v. Cleveland Trust Co., 311 U.S. 211, 
(coli seco 22 OMe Se RP st POORPR TEC Se EO SEARO SO nO 1) ale 
SiSUDO GL eae ac mes Opes AR) Lea | tee ee ene eee ee 11 
iawn vy. boplit, (45 U.S. 156,171 2.2.8nkn  eee 9 
STATUTES 
Alona Code an Civil Procedure, 61963, subds. 5, 6 2.22.2 25 
TR, (CSTR CURES: BEI arn encore nth 2 RRO me eee MEARE. 24 
ees: S4oce, Jo WSCA 6b52...6 sk kn ln 21a Ss 
TEXTBOOKS 


Deller’s Walker on Patents, Vol. II: 


o2ONn MIO! Miew ees 2 
Seca le Ge a 2 
RO), ABE es RE ee, 15 


femessot Practice of U.S. Patent Office Rule 71s... 6 


No. 11642. 
IN THE 


United States Circuit Court of Appeals 


FOR THE NINTH CIRCUIT 


YORK CORPORATION, 
Plaintiff-A ppellant and Cross-A ppellee, 
US. 
REFRIGERATION ENGINEERING, INC., 
Defendant-A ppellee and Cross-A ppellant. 


REPLY BRIEF OF REFRIGERATION 
ENGINEERING, INC. 


Summary of Argument. 


1. The McAdam patent specifically distinguishes the 
invention as applicable to tap water defrosting of 
a coil within a refrigerated chamber constantly 
maintained at temperatures below the freezing 
point of water. 

This was the problem McAdam solved and the pat- 
ent 1s addressed to this problem and to nothing 
more or less. 

Read in the light of the patent’s description the “‘re- 
frigerated space’ must be one that presents this 
problem. ‘That is the intent of the agreement re- 
sulting from the negotiations formulative of the 
patent contract according to the established prin- 
ciples of law. This intention controls the patent’s 
interpretation. McAdam never abandoned such 
an interpretation. 

2. The McAdam invention is not anticipated by 
a. The Gayley Dry Blast installation. 
b. The Polar Ice installation at Indianapolis. 
c. The Swift & Co. installation at Elmira. 
d. The Yamhill installation. 
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The Error, in Fact and in Law, of York’s Contention 
That the Patent Office Proceedings Preclude by 
Estoppel “That the Refrigerated Space of the 
Claims Means ‘A Refrigerated Space Always 
Maintained Below Freezing.’ ”’ 


This contention has no applicability to Claim 13 (ad- 
judged valid and infringed) or to Claims 10 and 11. The 
mode of operation of the combination defined in each of 
these claims is dependent upon the air of the refrigera- 
tion space not rising above the freezing point of water 
during the time required for defrosting. [IV-1432, Mc- 
Adam Patent, p. 4, col. 2. Claim 10, lines 8-11, Claim 13, 
lines 43-45]. It could not be above the freezing point of 
water if it is to be prevented from rising above such teim- 
perature. 


Letters Patent are a contract between the United States 
Government and the patentee (ational Hollow B.B. Co. 
a. Umaerchangeable B.B. Co. 106 F, 693 (C.C.A, 8); 
O’Brien-Worthen Co. v. Stempel, 209 F. 847, 852 
(Gea): 

“A patent is subject to the same general rules of 
constriction as other contracts.” 
(Deller’s Walker on Pats., Vol. IT, §240, p. 1204, 
citing cases). 


It is well settled that the scope of such agreement 1s 
limited by its terms as fially agreed upon between the 
inventor and the Patent Office. 


The Patent: awealUes ik 5. 1888, 35 WSCA 833 ..ci. 
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Ap 7. Dl reqmines init * ~ * ini case<of a machine. 


*Reference is to the accompanying Appendix, 
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he shall explain the principle thereof, and the best mode 
in which he has contemplated applying that principle, so 
as to distinguish it from other inventions; * * *”, (Em- 
phasis supplied.) In comphance with this statute, the Mc- 
Adam patent [p. 1. lines 1-14] particularizes that the re- 
frigerated space must be constantly maintained at temper- 
atures below the freezing point of water. The application 
of this principle distinguishes it from prior inventions. 
To be a machine or apparatus embodying and utilizing 
MecAdam’s invention so explained, such a machine must be 
based upon this stated principle. To provide a machine 
working upon this principle was the unsolved problem in 
iMemeiri¢eration art. 


All of the original application claims (1-14) were re- 
jected [first Office action, IV-1348] on the patent to Kagi 
[IV -1471]. This Kagi patent was the only prior patent 
felled tipon by the Examiner in rejecting these claims at 
any time.* 

In McAdani's response to this rejection he pointed out 
tite * * * all of the claims call for a space which is 
coustaitly naiitained below the freezing point of water, 
ee LLN-1S55- see. App. p. 3 for coniplete netae 
tion]. This interpretation of the claims was consistently 
maintained by McAdam to the grant of the patent and is 
consistent with his statement of the principle upon which 
his novel combination is grounded. 


o> = * wt has lone been settled that where references imeihe 


record were before the Patent Office and were rejected as anticipa- 
tions the presumption of novelty and invention which arises from 
the grant of the patent is greatly strengthened. (Citing cases.)" 
NG eal Electric Co. «. Save Sales Co. 82 F. (2d) TOO, at 103 
We CAP G).) 
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Thereafter, on his second action, the Examiner stated: 


“Applicant has attempted by amendment to differen- 
tiate his claims over the prior art cited by stating that 
his device continuously maintains a freezing tempera- 
ture below the freezing point of water. However, 
such limitation is immaterial insofar as patentability 
is concerned since practically all refrigeration systems 
continuously maintain a predetermined temperature 
which may be above 32° or below 32° depending upon 
the particular requirements placed upon the system. 
However, such regulation or particular degree of tem- 
perature maintained 1s not of patentable import.” 


[| 1V-1368]. 

Although the words, “the air of which is continu- 
ously maintained at a temperature below the freezing 
POM On water were cancelled irom clans 1, 2 and 3 
[IV-1371]. 7 and 9 [IV-1372], because the Examiner 
ruled that said words constituted an inunaterial limitation, 
adding ‘However, such regulation or particular degree of 
temperature maintained is not of patentable import”, Mc- 
Adam never changed his position that the newly invented 
mode of operation of his invented combination was depen- 
dent upon the temperature of the air in the refrigerated 
space being below the freezing point of water. McAdam 
took issue with the Examiner's statement that “such regu- 
lation or particular degree of temperature maintained is 
not of patentable import.” He supplied the affidavits of 
Waamts 3 atch, Walter FM. rlancock, D Artagnan T. 
Ward, William L. Holladay. Robert E. Woods, and 
Joseph H. Batteiger [ V-1378-1402]. 

After full consideration of these affidavits, the Examiner 
stated: 

“The six affidavits submitted by applicant have been 
noted by the Examiner and filed in the application. 
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It is obvious that if the water supply in Kagi was con- 
fined 1 a space the temperature of which was main- 
tained at below 32° that the pipe would freeze, but 
it is also obvious that to prevent such freezing the 
valve would be vented and the valve would be placed 
outside the freezing chamber. Such remedy would be 
obvious and would not amount to patentable import. 
Vented valves have long been known in the arts for 
just such purpose.”” | IV-1408, emphasis supplied ]. 


Thus the Examiner reversed his holding of immateriality. 
This reversal would have been unnecessary had the 
Examiner not considered that in view of McAdam’s speci- 
fication the term “refrigerated space” as used in the claims 
then under consideration was to be interpreted so as to 
include the principle and mode of operation of McAdam’s 
combination so dependent upon said ‘particular degree of 
temperature so maintained,” i. e. 


that the air in the space 
was maintained below the freezing point of water. 


The McAdam application and the patent as issued made 
this refrigerated space as so interpreted of the very essence 
of the McAdam invention. (Cf. General Motors Corp. v. 
ieee, C.C.A, 8, 164 F. (2d) 821.) It specifically 
points out that the novel mode of operation of the Mc- 
Adam combination is dependent upon this. It states: 


“My invention relates to low temperature refriger- 
ation where a space is required to be constantly 
maintained at temperatures below the freezing point 
of water, and the invention relates more particularly 
to methods and devices for defrosting the coils or heat 
transfer surfaces used in maintaining such conditions. 

Where the air which is being recirculated over these 
low temperature surfaces never rises above the freez- 
ing point of water periodic defrosting under main- 
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tained low temperature conditions has presented many 

problems. It is an object of this invention to provide 

simple and highly effective means for so defrosting.” 
[1V-1429, McAdam Patent, p. 1, lines 1-14]. 


Whe Kules ot the Patent Office provide: 

“Rule 71. The specification and drawing must be 
amended and revised when required, * * * to 
secure correspondence between the claim, the specifica- 
Momeud thedrawing ~~ *". 


In allowing the patent claims, the Examiner obviously 
considered (as did McAdam) that McAdam’s quoted state- 
ments of the principle of his invention was ‘‘a space is re- 
quired to be continuously maintained at temperatures be- 
low the freezing point of water’. At no time did the 
Examiner, alter the cancellation of “the air of which 1s 
continuously maintained below the freezing point of 
water” object to this specific statement and requirement of 
the patent specification. Nor did the Examiner require 
the specification to be restricted to correspond with the 
claims, as it would have been necessary to do had the 
Examiner intended that this requirement be eliminated 
from the interpretation of the claims. 


In the affidavits submitted by McAdam to controvert 
any assumption by the Examiner that the McAdam com- 
bination was not patentably inventive over the Kagi patent 
disclosure, the affidavit of Hancock points out that the 
device of the Kagi patent is “inoperative for the purposes 
for which the said McAdam device is intended in that 
water will not properly drain from the irrigator or spray 
head ‘k’ and will remain in the conduit leading thereto and 
in the ports or chambers of the valve ‘I’ so that when the 
temperature of the air adjacent the coil ‘a’ and surround- 


ee 


ing said valve, spray head and conduits respectively, is be- 
low the freezing point of water same will freeze and 
solidify in position and will prevent the subsequent use of 
tite device tor the purpose of defrosting with water.” 
[ IV-1383-84]. 


Wiancock further stated: 


“) hames personally operated a device invented by 
McAdam and have tound it to be fully operative to 
supply water to a coil situated in a box known to me 
to have been at a temperature at least 25 degrees be- 
low the freezing point of water and not higher than 
7 degrees Fahrenheit continuously for 12 hours prior 
fO 1timoperation Or the device and that after having 
operated the device the same to my knowledge became 
so thoroughly drained that after another lapse of 4 
hours during which the temperature within the box in 
which the coil and device were located never rose 
above 7 degrees Fahrenheit 1 was able to again oper- 
ate and did again operate the device for defrosting 
of said coil and found that the second operation as 
well as the first operation was not interfered with by 
EMG Presence Of 1Ce iit its cOnditis, spray head or tie 
like. 

It is my opinion that the device of Kagi is useless 
for water defrosting under the same conditions and 
that after use in a freezing atmosphere it would be 
impossible to move the valve ‘1’ to open position and 
if such were done by thawing same the device would 
still be inoperative and water would not flow through 
the conduit so long as the temperature in the space 
enclosing the spray head *k’ and the attached conduit 
Was at a temperature below the freezing point of 


water.” [IV-1384-85]. 


oe 


Hatch aryele7 9) refers to the fact that his com- 


* has been confronted with a demand for 


Hany aa 
coils which could be defrosted without allowing the tem- 
Perdture. Gi Whe ireezing contpartmetit to rise above tle 
treezie point @: Water. And at page 1380, again refers 
to the freezing compartment maintained below the freez- 
ing point of water. 


See Holladay affidavit [I1V-1391-94|: Woods athdavit 
[IV’-1395-98]; Batteiger affidavit |IV-1399-1402]. 


These affidavits were presented in the McAdam applica- 
tion to point out the distinctive principle of the McAdam 
invention and the total lack thereof in the Kagi patent dis- 
closure. The Kagi patent was the sole basis of the Exam- 
iner’s rejection. These affidavits make comparisons which 
demonstrate that McAdam did not abandon his assertion 
that the novel principle of his apparatus resided in the re- 
frigerated space being maintained at a temperature below 
the freezing point of water and that when provision was 
made for continuous drainage thereof, the spraying over 
the refrigerating coils of tap water at ordinary ground 
temperature would melt the ice and frost adherent to the 
coils. 

The Examiner’s final rejection [I\-1408] above quoted 
was not based upon the Examiner’s assertion that the tem- 
perature of the air in the refrigerated space was imma- 
terial. It was based upon his (subsequently abandoned 
and withdrawn) assertion that “It is obvious that if the 
water supply in Kagi was confined i a space the tempera- 
ture of which was maintained at below 32° that the pipe 
would freeze, but it is also obvious that to prevent such 
freezing the valve would be vented and the valve would be 
placed outside the freezing chamber. Such remedy would 
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be obvious and would not amount to patentable import. 
Vented valves have long been known in the arts for just 
such purpose.” (Emphasis supplied. ) 

Upon such final rejection McAdam appointed attorneys 
to represent him. An oral hearing was had; the substance 
thereof was engrossed in a final paper of submission of the 
McAdam application |1V-1414-20]. Thereupon the Mc- 
Adam application was allowed [id. 1423]. 


Such an interpretation of the terms and provisions of 
the patent is required as will give such effect to the Patent 
Office proceedings to reflect the true intention of the 
parties. It is clear that MIcAdam never abandoned but 
continuously insisted that the patentable novelty of his 
combination inhered in the refrigerated space being main- 
tained at a temperature below the freezing point of water; 
that with such a refrigeration of the space, his combina- 
tion solved the problem of defrosting the coil by the use 
of ordinary tap water at normal ground temperatures. 

The object of the patent law is to secure to inven- 
tors a monopoly of what they have actually invented 
or discovered, and it ought not to be defeated by a 
too strict and technical adherence to the letter of 
the statute, or by the application of artificial rules of 
imverpretation. (lope wv. op, 145 U.S. 156; 
le) 


The affidavits of Hatch, Hancock, Ward, Holladay, 
Woods and Batteiger contain many references to the dif- 
ficulties encountered “where the treezing compartment 
was tnaintained below the freezing point of water * * *” 
[I1V-1380]. An example of the fact that Hancock, al- 
though actively engaged in the refrigeration business com- 
mercially as superintendent and chief engineer of Bedell 
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Hoge Reimmecranonine. tor 12 years prior 10 Deeem, 
ber 1939, states that: 
“During this period ] had never seen, nor had I ever 
on good authority heard, of any attempt to defrost 
refrigeration coils operating in an enclosed, refriger- 
ated, space constantly maintained considerably below 
the freezing temperature of water, until I witnessed 
the performance of a device known to me to have been 
invented by the above mentioned Harry H. McAdam, 
which device after spraying water over a frosted coil 
acts to then drain all conduits, spray head, drip pan 
and the like so completely that no water remains to 
freeze to clog the device.” 
(eValessceect. | vard, 138/7;) Holladay, Vigor: 
Woods, 1395: Batteiger, 1399]. 


Without regard to these facts of the instant case, York's 
Briet (p, 1) culls two extracts from the opinion m 
Scheiber-Schrotii Co. v. Cleveland Trust Co., 311 US. 
2) ieop. 220.2221): 


York's brief places an erroneous interpretation upon the 
quoted pages—an interpretation which is not in accord 
with the facts of the case as recited by the Supreme Court. 
In the Sehriber-Schroth opinion there is nothing from 
which it cam even be inferred that the Supreme Cotrt by 
that decision intended to pronounce any new rule of patent 
interpretation or to reverse any principle theretofore estab- 
lished by that court. There is inherent in this opinion no 
ruling that the subsequent grant of a claim broader than 
any rejected claim is to be limited by file wrapper estoppel. 
The subsequent allowance of such broader claim is cogent 
evidence that upon reconsideration the Examiner has ad- 
judged the applicant entitled to a broader claini than he 
had theretofore considered the applicant entitled to. And 


i. 


the patent is to be so construed to accord with the inten- 
tion of the parties to the contract. Nor does this 
Schriber-Schroth opinion, or any decision cited therein, ad- 
judge that the “refrigerated space” specified in a combina- 
tion is not required to be of the kind and operated under 
the conditions specified in the specification as defining the 
kind of an operation upon which the newly invented com- 
bination is based. 


Does appellant, in York’s brief, intend to assert that 
in the Schriber-Schroth decision the Supreme Court in- 
tended to overrule its decision in Smith v. Snow, 294 U.S. 
evnerciin atpace 1G, it said : 

“It is of no moment that in the course of the pro- 
ceedings in the Patent Office the rejection of narrow 
claims was followed by the allowance of the broader 
Clain 1. Westinghouse Electric & Mfg. Co. v. Con- 
dit HlectricalaMie, Co, 194 Rh 427, 430 (CCA 
ed). 


In this Smith v. Snow opinion an argument that the 
rejection and cancellation of narrower claims than Claim 
1 constituted a surrender of scope and _ interpretation, 
a restriction of the broader allowed and granted broad 
Claim 1, was thus repudiated by the Supreme Court. We 
submit there is nothing in the Schriber-Schroth opinion 
evidencing any intention to reverse or modify or restrict 
this Sith v. Svow statement of the law. It is true that 
at the trial of this Smith v. Snow case there was no at- 
tempt by the patentee to broaden the scope of Claim 1 by 
dropping from it an element which he was compelled to 
add in order to secure the allowance of that claim, nor 
in this case sub judice is there any such attempted broad- 
ening of any of the McAdam patent claims. At page 
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221 of 311 U.S., in the Schriber-Schroth opinion the fol- 


lowing language appears: 

“True, the rule is most frequently invoked when 
the origitial aid cancelled claim is broader than that 
allowed, but the rule and the reason for it are the 
same if the cancelled or rejected claim be narrower.” 


What the court in the last clause of the above quota- 
tion refers to is that it does not make any difference in 
law whether the original and cancelled claim was a broad 
claim or a narrower claim,—vnot that the cancellation of 
a narrow claim can estop the patentee from a broad inter- 
pretation of a granted broad claim. This is only a repeti- 
tion of the familiar rule stated in Smith v. Snow, 294 U.S. 
Atos aethad 

“Wi 15 a iamihar rule that a patentee cannot broaden 
his claim by dropping from it an element which he 
was conipelled to add in order to secure his patent. 
inl 5. Ribber Co x. Essex Rubber Cay, 2/72°U =. 
129 Ado. 71 de Wd 335, 342, 47 S. Ct. 1362 Sith 
v. Magic City Kennel Club, 282 U.S. 784, 789, 790, 
Joe. JOP eet 6. Ct. 291," 


It is thus seen that York’s second quotation from the 
Schriber-Schroth opinion merely states that the doctrine 
of file wrapper estoppel applies equally to a broad claim 
GF toma natrow coum, (hatte rule ig “* * 7 thagea 
patentee cannot broaden his claim by dropping from it 
an element which he was compelled to add in order to se- 
cure his patent.” (S#md/aw. Snow, 294 U.S. 1, 14. 15.) 


That the Schriber-Schroth opinion does not modify or 
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extend this rule is further made clear from a consider- 
ation of the discussed facts of such case [cf. App. p. 1]. 


“The claims must be read in the light of the dis- 
closure of the specification, not to restrict the inven- 
tion to the precise structure disclosed, but to grasp 
the invention in order properly to measure the range 
of equivalents. (Flowers v. Magor Car Corporation, 
Book (2c) 65/7, C.C AD 3 (1933),) While there: 
scription may lumit a claim, which must always be 
read in the light of the prior art (see Pelton v. 
rawmericme cic. Co., 239 Fed. 320, 321, C.CAR2 
(1916), and can never expand it (see Fowler uv. Mc- 
Crumfctr, Co. 2a hed. 003,909, C.C A, 2 (1914 aa 
patent (7.c., a claim) can never be given a construc- 
tion broader than its terms in order to cover some- 
thing which might have been claimed but was not. 
(Universal, etc., Co. v. Sonn, 154 Fed. 665, C.C.A. 2 
(1907).) But the claims whenever possible are to be 
constructed so as to cover the real invention as found 
in the specification and drawings, and this is particu- 
larly so in the case of a meritorious invention. 
(Mossberg v. Nudter, 135 Fed. 95, 99, C.C.A, 1 
(1905); Elec. Candy Mach. Co. v. Morris, 156 Fed. 
972, 973-74, C.C., E.D. Mo. (1905); Makomenn v. 
dasper Marsin ete. Co., 180 Fed. 442,954, CC. 
Mass. (1910); Hictory Belt Co. v. Marshall Field & 
Com, 300 Hediao7ee 4, C.C.A. / (1924). Cadwell mm 
Firestone Twe & Rubber Co., 13 F. (2d) 483, D.C. 
B.D? Y. (1926): Saar Kay Gas Corp. v. Bellows- 
Claude Neon Co., 49 F. (2d) 886, 888, C.C.A. 6 
CSN 

(Deller svaiker on Patents, Vol. 11, $26)eip 

1243-44. Emphasis supplied. ) 


Fain pi es 


The specification is for the purpose of full explanation 
Of the Teal Wiventiomedand 1 is in the Light of the We 
scription” that the claims must be read to correctly grasp 
the invention. (Flowers v. Magor Car Corporation, 65 
F. (2d) 657-58.) | 

It is the constantly-maintained below-freezing temper- 


ature of the air in the refrigerated space which presents 
the problem of defrosting by tap water. This requires 


continuous draining of the melted ice and frost during the 
defrosting operation. This is stressed in the McAdam 
patent. McAdam never abandoued* lus assertion that this 
was the combination which constituted his invention—not 
something else. Whatever was the reason for the Exam- 
iner’s original holding that the maintenance of such a con- 
stant freezing temperature was inimaterial, the fact re- 
mains that the McAdam patent as granted specifically and 
emphatically complied with the requirements of R.S.U.S. 
4888, not only in pointing out the principle of his in- 
vention, but in differentiating his combination from prior 
defrosting operations as designed for defrosting where 
the refrigeration coil is located in a chamber constantly 
maintained at or below 32° F.; that it was to such an 
operation that his invention was directed. He did not 
claim he invented or discovered maintaining such a tem- 
perature therein, but claimed a combination of elements 
such as when used therein would render tap water de- 


frosting practical and efficient. The operation to which 


*Cf. App. p. 5. *McAdam’s Rebuttal of Examiner's Rejection.” 
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he refers is one wherein the refrigerated space is con- 
stantly maintained at temperatures below the freezing 
point of water |[cf. McAdam patent, p. 1, col. 1, line 16 
rome 29, col. 2p. 2; 1V-1429|, 


pone contends (p, la) that to imterpret the “Teinieer- 
ated space” in accordance with the McAdam _ patent’s 
particularization of the principle of the McAdam combi- 
nation “is also untenable because in effect it turns appa- 
ratus claims into method claims.” Even if this were true, 
this would not render the claims invalid. R.S.U.S. 4888 
requires no distinction between claims for a method and 


claims for a machine: 


“Claims which are functional in form; that is to 
say, claims which literally purport to cover a result 
rather than a process or a thing, are properly con- 
strued to cover only the process or the thing which 
produces that result, for otherwise such claims would 
be void. (Citing cases.) And a claim which liter- 
ally purports to cover a process performed by mach- 
inery may under certain circumstances be properly 
construed to cover the machinery itself, and not any 
process performed thereby. (Smuth & Egge Mfg. 
Co, v. Bridgeport Cham. Co., 46 Fed. 393, 395, C.C, 
Conn. )”’ 


(Deller s W allteron Pats., Vol. Il, $270 sp. 12628) 


(cf. the claims in Eibel Process Co. v. Minnesota & 
Ontario Paper Co., 261 U.S. 45, and reference thereto 
at page /O and in General Electric Co. v. Save Sales Co., 


eae 2d 100, CCA 6, App. p. 6.) 
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The McAdam Patent Is Not Anticipated by the 
Gayley Dry Blast Installations. 


In our opening brief, pages 28-33, we have pointed out 
that the huge structures employed at various steel plants 
for drying the air prior to use in blast furnaces, and 
known as Gayley dry blast installations, do not anticipate 
the McAdam patent for the reasons: (1) that they were 
not self-draining; (2) the refrigeration units were not 
located in a space constantly maintained below the freez- 
ing point of water and (3) that the defrosting system 
involved the use.of doors and vanes to isolate the refrig- 
erating unit during the defrosting operation, the time in- 
terval being sufhcient to insure that an elevated tempera- 
ture was reached. 

York Corporation takes issue with the assertion that, 
as found by the District Court [FF. 21, I-17], these units 
were not self-draining. Opposite page 18 of York’s open- 
ing brief is a photographic reproduction of Plaintiff's Ex- 
hibit 1. Referring to this exhibit, it will be noted that 
a “water spray 2° pipe’ at the upper part of the fieure 
is colored red. Proceeding to the left there is an inclined 
pipe communicating with a round figure labeled “6” water 
header.” Leading from this 6” water header is a yellow 
pipe. The Court will note that the bottom of this yellow- 
colored pipe is considerably above the bottom of the 6” 
water header, thus effectively assuring that the 6” water 
header could not possibly be drained. This in itself com- 
pletely substantiates the finding of the Court and refutes 
York’s position. 

On paewe 26 of its hriti York makes the erroneous 
statement that “Iinding 21 relates only to Pittsburgh and 
Chicago.” The apparent basis for this assertion is that 
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Finding 21 refers to depositions taken in Pittsburgh and 
Chicago. York’s counsel failed to note that the deposi- 
tions concerning Mayville were also taken at Chicago 


[11-504]. 


With respect to the South Chicago Gayley dry blast 
installation (particularly with respect to Exhibit 31), 
York argues (p. 27) that the water main passed through 
the top of each of the seven separate refrigerant cham- 
bers so that if No. 7 were being defrosted, the water would 
have to pass through the preceding six operating cham- 
bers. This is clearly contrary to fact. The water main 
was in a hallway outside of these chambers. Tominac 
testified that there was such a hallway running along the 
edge of this building, and that the valves on this water 
main were located in the hallway [TII-513-514]. The 
valves, marked A in Exhibit 31, are between the water 
main and the coils. The drawing, Exhibit 31, is incorrect 
in not showing these valves in the hallway |II-513, 522]. 
This being true and the water main not passing through 
the successive compartments, York's argument that the 
problem faced by McAdanis existed in this Gayley dry 
blast installation is clearly without foundation in fact. 


The Gayley dry blast installations were not concerned 
with the problem of defrosting within a space constantly 
maintained below treezing. York’s witnesses Tominac 
[11-532] and Mueller [II-615] establish that the brine 
used for refrigeration when it was pumped out of the 
coils was above freezing. If their refrigerating medium 
itself is above freezing, the space within which the re- 
frigeration medium was used could not be below freezing. 


In its statements of points to be relied upon on ap- 
peal [111-1109] York Corporation, of the patents 
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pleaded in the Answer, asserted only the U. S. patent 
Wenzl 2,097,851 and the French patent to Jensen & Roser 
No. 800,640. Despite this, in its brief plaintiff now relies 
upon the patent to Brassert No. 958,471 and the patent 
to Gayley No. 1,002,576. While we do not believe that 
these. patents are properly before this Court, they can 
be disposed of here as they relate to these Gayley dry 
blast installations. Neither of these patents shows any 
system of draining the supply conduits and therefore 
clearly neither of them anticipates the McAdam combina- 
tion. Neither of these patents makes any statement as 
to the temperatures maintained in the retrigerant cham- 


bers, especially during defrosting. 


The patent to Brassert in fact substantiates our con- 
tention with respect to the temperature in the refrigerant 
chamber. On page 1, col. 2, lines 64-65 [IV-1259] the 
patent states: 


“After a certain period of operation, snow or ice 
will collect om the upper coils.” (Emphasis ours. ) 


It is thus recognized that only the upper portion of the 
chamber is cold enough to produce frost. It is a well- 
known physical fact that frost will be produced whenever 
the temperature is reduced below the dew point; it is not 
necessary to reduce the temperature of the atmosphere to 
a freezing temperature in order to accomplish this. Thus 
the lower portion of the coils in these Gayley dry blast 
systems were not even below the dew point, let alone 


constantly maintained below the freezing point of water. 
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The McAdam Patent Is Not Anticipated by the Polar 
Ice Installation at Indianapolis. 

In our opening brief we have pointed out, pages 34- 
38, that the purported installation at Polar Ice Co. was 
not proven to have ever been operated below freezing and 
was not self-draining but on the contrary was operated 
above freezing and used to store soft drinks, milk and the 
like. The unit was not capable of being operated below 
freezing as it was not self-draining and water stuck in 
the line [II-495]. The burden of proof rests upon 
York to conclusively establish the contrary. 

Contrary tom Yorks assertion (p, 33) that “Wheres 
nothing in the record to contradict’ the testimony culled 
from the record to support its contentions, our opening 
brief, page 36, points out that the pipes as shown in 
Exhibit 18 are inclined the wrong way to be self-drain- 
ing. York answers that they have sagged (York’s brief, 
p. 35). However, its own witnesses have precluded any 
such contention. Barton and Martin both testified that 
there were no changes of any kind in the unit as installed 
and as shown in the photograph [TI-418, 502]. 

York argues that this unit was guaranteed to hold a 
temperature of 30° F., but admits that this was not met 
as) first imstalled’” (York's brief, p. 32). 

The evidence of the witness Simons is unequivocal to 
the fact that from 1936, when he leased the premises, 
the temperature was 33° F. (Our opening brief, p. 35), 
and there was no change in the purpose for which the 
premises were used, which obviously did not require a 
below-freezing temperature (7d. p. 35). This together 
with the “wet rot” of the walls (id. p. 36) is strong evi- 
dence in the record to contradict York’s contentions. 


It must be borne in mind that the burden rests upon 
York to establish “beyond a reasonable doubt” not only 
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the construction of this device but also all facts with refer- 
elice tO its Manner semause. This burden does tot rest 
upon Refrigeration, Inc. Paraffine Compames, Ine. wv. 
Mciverkasep imc. 54 F.2d 335, 339, C.CiAL 9, 

York also attacks the Finding No. 31 [I-19] that this 
unit was abandoned and discarded. We have shown that 
the attempt to patent this unit was abandoned (Our brief, 
p. 38); that an abandoned patent application is a nullity 
so far as anticipating a patented invention is concerned. 
There is not even a contention by York and no evidence 
in the record that from 1936 on this unit was a below- 
freezing installation. If a below-freezing operation was 
originally contemplated, it was discarded and abandoned. 
Clearly, then, as early as 1936 any suggestion of operat- 
ing this unit within the conditions of the McAdam in- 
vention, i.e., below freezing, was fully abandoned and 
discarded. 


The most material proof in the letter of Goldsmith to 
Galt is his statement [1TV-1144] 


ck 3k & The Frick people, who have seen this de- 
vice and have been engaged in the refrigerating busi- 
mess: tom alii@st a halt a century, have miimated that 
it is something radically new and are surprised their 
own engineers have never seen it performed before 
or ever thought of it before, because it is so simple, 
but it does solve the problem first outlined,—preven- 
tion of ice blocks freezing together.” | Emphasis 
ours, IV-1144.] 
Whatever the referred to device was, the Frick people 
(like the refrigeration experts on the advent of the Me- 
Adam invention), recognized it as “something radically 
new.” [cf. Finding 9, I-15, and our opening brief, pp. 


23-4. 


pap (ae 


The McAdam Patent Is Not Anticipated by the Swift 
& Co. Installation at Elmira. 

We have pointed out in our opening brief that the 
pickle room and sausage room at Elmira were not below- 
freezing installations, were not self-draining and_ that 
Swift & Co. had a below-freezing room at Elmira using 
a totally different method of defrosting. 


York argues that these units occasionally went below 
freezing over a week-end but there is absolutely no evi- 
dence that anyone ever attempted to defrost under such 
conditions, therefore there was no attempt ‘to introduce 
water into a space which was below the freezing point of 
water” as contended by York at pages 37-8 of its brief. 


With respect to the inclination of the pipes, York con- 
tends that the reason they are not now pitched so as to 
be self-draining is because they have “sagged” (York’s 
brief, p. 39). Such a contention is also made with re- 
spect to the Polar Ice installation. We believe that the 
present, observable condition is the best evidence of how 
these pipes were installed but even if it is true that the 
pipes have sagged, it conclusively proves that these in- 
stallations do not involve the McAdam invention. Mc- 
Adam's invention requires the supply and drain lines to 
be so pitched as to be self-draining. It would be inoper- 
ative without it, and it is not anticipated by a device which 
is apparently indifferent to the direction of pitch of the 
pipes. 

@raip. 39 ot ite briem York states that the third ieen 
the below-freezing room at Elmira, had bare pipe coils 
arranged about the walls of the room. This is a mere 
assertion by counsel for York totally wisupported by any- 
thing in the record. 
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The McAdam Patent Is Not Anticipated by the 
Yamhill Installation. 

We have pointed out in our opening brief that the 
evidence with respect to this alleged Yamhill prior use 
insofar as it relates to the attempt to use water defrosting 
is hopelessly conflicting and confused. York in its brief 
relies principally on the witness Hulse’s testimony (given 
in open court), even going so far as to print the drawing, 
Ex. Y-2&, made by Hulse in 1946,—nine years since he 
had seen the installation (York's brief, p. 40). 

This witness was specifically found to be unworthy of 
belief [Finding 47, I-22; cf. our opening brief, p. 46]. 
His drawing, Ex. Y-28, is contradicted by York’s witness 
Trullinger who unqualihedly stated that there was a door 
on the diffuser outlet which he closed during defrosting 
to keep the cold out (our opening brief, p. 46). 

On p. 41 of its brief, York states what it claims was 
the method of operation of this installation but fails to 
note that there is also a conflict in the testimony here. 
York fails to mention the closing off of the diffuser from 
the locker room prior to defrosting to isolate it and keep 
the cold out (our opening brief, pp. 45-6). York also 
states that the water was shut off ‘“‘when it had been ob- 
served that all of the frost had been removed,” but note 
the testimony of Dahl that even when it appeared that the 
coil was free of ice, large blocks of heavy glazed ice 
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would remain on the lower side of the coil [11]-1077}. 

York argues in its brief, pp. 41-2 and 47-8, that this 
installation was perfectly satisfactory, ignoring the ad- 
missions of its witness Eustice that it was unsatisfactory 
[}1I-845, 850]; the statement of its witness Postlewaite 
that they couldn't make it work |T1I-894] and the testi- 
mony of Dahl referred to above. 


On the point of the temperature of the isolated chamber 
containing the diffuser, York again relies (York’s opening 


brief. pp. 43-4) on the “not worthy of belief” testimony 
of Hulse and also depends on his testimony as to the 
public nature of the installation (7d. 46). The turkey 
reterred to (id. p. 42) clearly proves nothing. Does York 
claim that turkey was still frozen on its one-month trip 
from Yamhill to Amity [III-838] ? 


On p. 45 of its brief. York states that this unit was in 
tse fronmNovember, 1936, to December, 1938, or January, 
1939. We have pointed out in our opening brief that the 
evidence does not establish when the walls were built 
around the diffuser to isolate it (our opening brief, p. 
44). Prior to the building of these walls the unit was 
adinittedly unsatisfactory. as they couldn’t defrost it 
[I1I-782-3]. Thus York has not established a beginning 
date for this alleged prior use. Neither has the date been 
established when it was abandoned. York’s brief states 
that it was December. 1938. or January, 1939, but its 
witness Eustice states: 

“QO. 113. When was that done? A. Well, I can’t 
recall, but i was im 193/ or the first part of 193am 
| I1I-845. | 

As pointed out in our opening brief, p. 44, the records 
to prove when this was done were available to York in 
the possession of its witness Trullinger, but were not pro- 
duced. In such a case it is presumed that these records 
would be adverse to York’s contentions. California Code 
Gie@ivi Procedure, sec. 1963, stubds.-5, 6, 

All of the matters urged by York with respect to this 
alleged Yamhill prior use have been dealt with in our 
opening brief wherein it is pointed out that the evidence 
milly supports the detailed findings of the trial cotrt, 
Clearly, York's assertion that there is no evidence to 
support the findings is contrary to the record. These 
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findings are not “clearly erroneous” within the meaning 
of R.C.P. No. 52. Moreover, York’s heavy burden of 
proving a prior use “beyond a reasonable doubt” is not 
sustained by such a contused, contradictory and incom- 
plete Teconar 
York’s witness Postlewaite remained in the refrigerat- 
ing business long after this alleged Yamhill installation. 
He testified : 
“T knew that defrosting was a problem, a very 
serious problem” [TII-898]. 
Ait tcimtess (ork s claim ia its brief, p. 59) that there 
was no problem for McAdam to solve. 


Conclusion. 


It is respectfully submitted that: 

(1) That upon York’s appeal the judgment should be 
affirmed ; 

(2) Upon Refrigeration Engineering’s cross-appeal the 
jucdemient of invalidity of Claims 1-12, inclusive, and 
Claim 14 should be reversed and the District Court di- 
rected to enter judgment adjudging these claims valid and 
aAditagine tlaims |, .2, 5,6, 7, 6, 12 and 13 intrmeged iby 
Viorle = - 

(3) That the injunction of the judgment be extended 
fomcover and Cibimces@iaine I, 2, 5, 6, 7, 8, 12 and 13 
and the recovery of damages under each of these in- 
fringed claims. 

Respectfully submitted, 
Lyon & Lyon, 
FREDERICK S. Lyon, 
ieicvens I. Lyon, 
CuHarRLes G. Lyon, 
-Ittornevs for Refrigeration FEenginecring, Inc., Appellee 
and Cross-Appellant. 


APPENDIX. 
eS. ik. S.9SS8: 

“Before any inventor or discoverer shall receive a 
patent for his invention or discovery, he shall make appli- 
cation therefor, in writing, to the Commissioner of Pat- 
ents, and shall file in the Patent Office a written descrip- 
tion of the same, and of the manner and process of mak- 
ing. constructing, compounding, and using it, in such full, 
clear, concise, and exact terms as to enable any person 
skilled in the art or science to which it appertains, or with 
which it 1s most nearly connected, to make, construct, com- 
pound, and use the same; and in case of a machine, he 
shall explain the principle thereof, and the best mode in 
which he has contemplated applying that principle, so as 
to distinguish it from other inventions; and he shall par- 
ticularly point out and distinctly claim the part, improve- 
ment, or combination which he claims as his invention or 
discovery. The specification and claim shall be signed by 
iieamventor, * ~* *” 


Patent Office Rule 71: 


“The specification and drawing must be amended and 
revised when required, to correct inaccuracies of descrip- 
tion or unnecessary prolixity, and to secure correspond- 
ence between the claim, the specification, and the drawing. 
But no change in the drawing may be made except by 
written permission of the office and after a photographic 
copy of the drawing as originally presented has been filed.” 


Schriber-Schroth Opinion (311 U.S. 218-221): 

“The Jardine patent was described as of the slipper type 
of piston although not limited to that type, the skirt con- 
sisting of two separated parts circumferentially separated 
from the piston head, supported by the webs which con- 
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nect the skirt or sHppers with the piston head and support 
wrist pin bosses from which the skirt is retracted or cut 
away. The claims of the Jardine application as filed or 
later amended and ultimately allowed made no reference to 
the webs as flexible, yielding, or resilient, which the court 
of appeals found, when cooperating with other structural 
elements, to be a distinguishing feature of Jardine’s in- 
veiition. Claim 8 of the Jardine patent, which is typical 
of the three which the court below sustained, reads: 
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In a piston for an internal combustion engine, the 
combination of a head having a cylindrical ring flange, 
oppositely disclosed webs integral with the flange and 
carrying diametrically opposite piston pin bosses, a skirt 
integral with said webs and cut away to expose the sides 
of said webs and separated from the ring flange by cir- 
cumterential slits and provided with a longitudinal slit 
disposed between the ends of the webs.’ 


P@laims 3s and 6 reter to the ‘skirt portion cut away 
from the head to expose the bosses.’ 


“While the application was pending Jardine amended 
his claims so as to supply this omission. In various forms 
he claimed the piston head, skirt and web combination 
with piston head separated at its flange or periphery from 
the skirt, the skirt slotted or separated into parts and con- 
nected with the head by the webs variously described as 
‘yielding ribs.’ ‘resilient arms, ‘skirt carriers . . . sus- 
ceptible of being slightly flexed radially, or as ‘joining 
means being resiliently vieldable, or as ‘means for yield- 
ingly connecting the said skirt section with said head.’ 
These claims, as a result of being thrown into interfer- 
ence with Hartog, No. 1,842,022, applied for February 
16, 1920, allowed January 19, 1932, and in some instances 
with Gulick and with Long, No. 1,872,772, applied for 
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March 7, 1919, allowed August 23, 1932, were rejected 
by the patent office. Jardine then withdrew all of these 
amendinents. Of these amended and cancelled claims, 
Giant 16 (19 EF) is typical. It reads as follows: 


“In a piston of the class described, a cuplike head eon- 
prising a pressure receiving end and a wall portion, a 
skirt, circuinferentially disconnected from the wall por- 
tion of the head and divided from end to end, and skirt 
carriers connecting said skirt to the pressure receiving 
end, said skirt carriers being diseonnected from the wall 
portion of the head and susceptible of being slightly flexed 
facially.” 


“Upon comparison of the withdrawn claim with Claim 
8 of the patent as allowed it will be observed that both are 
combination claims for a piston having a head, a divided 
or slotted skirt disconnected from the wall portion of the 
head and connected with the head by ribs, webs or skirt 
carriers. The only material difference in view of what 
has been said to be the invention is the statement in the 
withdrawn claims that the skirt carriers (webs) are ‘sus- 
eeptible of being slightly flexed radially’ or the like. 
Whatever would have been the proper construction of the 
elaims as allowed. read in the light of the specifications 
alone. there being no amendments, the question now pre- 
sented is whether in view of the amendments and _ their 
withdrawal the patent can rightly be construed as includ- 
ing the flexible webs in the claim allowed. 


‘In addition to the fact of the cancellation of the only 
claims specifying flexing webs or their equivalents as a 
feature of the invention, it is to be noted that at no time 
during the prosecution of the Jardine application did he 
urge that he was the inventor of a piston having flexible 
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webs. Before the interferences and in distinguishing his 
invention from the Ricardo piston, Jardine urged as his 
only advance over Ricardo the addition of the slotted skirt 
which ‘changes the structure and the resistance to a dis- 
posal of the forces within and without the piston when the 
piston is in use, although in this litigation it 1s contended 
that the Ricardo patent did not disclose flexing webs. In 
submitting the final amendment cancelling the flexible web 
claims in interference and presenting the claims 8 and 11 
of the Jardine patent held valid by the court below, there 
is no mention of flexing webs, the features stressed being 
in the case of Claim 8 that the webs are integral with the 
ring flange and in the case of Claim 11 that the webs are 
integral with the flange and extend ‘convergingly in- 
wardly’ therefrom. 


“Tt is a rule of patent construction consistently observed 
that a claim in a patent as allowed must be read and inter- 
preted with reference to claims that have been cancelled 
or rejected and the claims allowed cannot by construction 
be read to cover what was thus eliminated from the patent. 
(Citing cases.) The patentee may not, by resort to the 
doctrine of equivalents, give to an allowed claim a scope 
which it might have had without the amendments, the can- 
cellation of which amounts to a disclaimer. (Citing 
cases.) The injurious consequences to the public and to 
inventors and patent applicants if patentees were thus 
permitted to revive cancelled or rejected claims and restore 
them to their patents are manifest. See Leggett v. .\very, 
VOWS 2506230 ee cd,. cO0, S66. 


“True, the rule is most frequently invoked when the 
original and cancelled claim is broader than that allowed, 
but the rule and the reason for it are the same if the 
cancelled or rejected claim be narrower. (Citing cases. )” 
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McAdam’s Rebuttal of Examiner's Rejection [1V-1353- 
|: 

“It is submitted that all of the claims call for a space 
which 1s constantly maintained below the freezing point of 
water, even during the defrosting period, and that this 
invention is unique in providing that such a space can be 
maintained BELOW the freezing point of water at all times 
while the coil which does this work is being momentarily 
raised above that temperature and is completely defrosted 
by a medium which would freeze instantly it left the con- 
fines of the coil and which would remain frozen, and 
which water would freeze in any undrained conduit such 
as shown by Kagi or the other references. 


Applicant is engineer for Refrigeration Engineering 
Incorporated, of Los Angeles, California, for whom this 
invention was developed. This invention was developed 
as a result of repeated demands by the trade for a simple 
and efficient defrosting method for low temperature boxes 
and freezing rooms where products MUST BE CONSTANTLY 
maintained below freezing and where the air of the com- 
partment must never rise above freezing, and where any 
water allowed to remain for more than a few seconds will 
Coueeal and reiiain frozen, and where any form of drip 
will continually build up as ice on the floor or walls, and 
where the device of Kagi or the other devices of record 
are totally inoperative with water. 


This invention has attained immediate commercial suc- 
cess and engineers and others experienced in low tempera- 
ture refrigeration concede that its success is due to the 
novel combination of low-specific-heat conduits, immediate 
automatic self-draining of the water supply means, and to 
the combination of a fan and coil so co-ordinated that 
air How is substantially discontinued when the fan is dis- 
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continued and the warming effect of the water is thereby 
confined to the coil surfaces. 


In the device of Kagi air would continue to flow by 
the usual method over the coils during defrosting just as 
it does when no defrosting is carried out, and this air 
would be so greatly humidified and warmed as to be 
highly impractical by heating the air of the room and by 
redepositing the resultant vapors on the stored products 
either as dew or frost. Extremely low dew points exist 
in rooms maintained constantly below freezing point and 
liberation of moisture laden air is even worse than libera- 
tion of free water. 


In Kagi as in all other devices cited, exposed conduits, 
and undrained spaces are provided in which residual water 
would freeze. 


It is submitted that practically every person devoid of 
technical training igeaware or the fact that aswater pipe 
such as the usual domestic water system pipe, cannot be 
thawed out by ground water bearing against the plug of 
ice. The conduits of applicant, once containing a dam of 
ice would render the entire system inoperative and yet it 
can be shown that all of the many installations made by 
applicant and his associates remain constantly operative 
over indefinite periods where the temperature of the box 
or compartment never rises above Zero degrees Farenheit 
(32 degrees below the freezing point of water).”’ 


Goemeral Elechac Co. v. Save Saics Co., 82 F. (2d) 100 
1037102 (C. CoesarG): 

“The claim of estoppel made by the defendants and 
based upon the Patent Office history of the Pipkin patent, 
though persuasive below, is somewhat difficult to compre- 
hend. It is true that a number of process claims were 
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rejected in the Patent Office over Wood, but Wood was 
cited as anticipating all of the claims of the patent. The 
inventor conceiving himself sufficiently protected in his 
invention by the claims allowed, thereafter and not until 
then abandoned others. The appellant, his assignee, seeks 
to recover no lost ground. The court thought that ‘the 
Patent Office history of the Pipkin patent so far impairs 
its patentability over Wood as to give adequate force tc 
the challenge of validity and to overcome the weight of 
the presumption of validity of the patent.’ The very con- 
verse of this proposition is the law, for it has long been 
settled that where references in the record were before 
the Patent Office and were rejected as anticipations the 
presumption of novelty and invention which arises from 
the grant of the patent is greatly strengthened. Gairing 
Tool Co. v. Eclipse Interchangeable Counterbore Co., 48 
mz 7 COC 7 6): Gordon Fort lathe Ca, y. 
i ailconenbachine Go.,.52 F. (2d) 55 (C.C. A. 6); Hald- 
Helle inctoras, 257 LU. 5, 27, 32, 42 S. Ct 20, 66 L, 
Ed. 112. It must be noted that there is here no question 
of extent or scope of the claims. They are very precisely 
defined; in fact too precisely defined in the opinion of the 
court below. The principle that ‘where an applicant for 
a patent is compelled by a rejection of his application to 
Haine iis clans, he caunot after the issue of the patent 
broaden them,’ as set forth in Smith v. Magic City Ken- 
noeeinne2se US, Zot. 51 S. Ct. 291, 293,°75 Le ied. 
707. or as it was somewhat ditferently expressed by us in 
D'Arcy Spring Co. v. Marshall Ventilated Mattress Co., 
259 F. 236, 240, cannot be here applied, because the plain- 
tiff seeks no broader interpretation of its patent claims 
than their language clearly imports. There was no 


estoppel.” 


